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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any v 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 01 June 2005 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |E Claim(s) 1^8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) K The drawing(s) filed on 19 December 2000 is/are: a)K accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)IE All b)D Some * c)D None of: 

1 M Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) O Information Disclosure Statement(s) (PTO-1449 or.PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) D Other: . 


U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) 
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DETAILED ACTION 

1 . in response to the filing of the Appeai Brief on 6/1/05, finality is withdrawn in view 
of newly discovered references. 

Claim Objections 

2. Claims 1 -8 are objected to as the structural limitations conveyed by the intended 
use language in their preambles are unclear. See NIPEP 21 1 1 : 

PREAMBLE STATEMENTS RECITING PURPOSE OR INTENDED USE 
The claim preamble must be read in the context of the entire claim. The determination 
of whether preamble recitations are structural limitations or mere statements of purpose 
or use "can be resolved only on review of the entirety of the [record] to gain an 
understanding of what the inventors actually invented and intended to encompass by 
the claim." Corning Glass Works, 868 F.2d at 1 257, 9 USPQ2d at 1 966. If the body of a 
claim fully and intrinsically sets forth all of the limitations of the claimed invention, and 
the preamble merely states, for example, the purpose or intended use of the invention, 
rather than any distinct definition of any of the claimed invention's limitations, then the 
preamble is not considered a limitation and is of no significance to claim construction. 
Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQ2d 1161, 
1 165 (Fed. Cir. 1999). See also MPEP § 21 12 - § 2112.02. 

There is no structure in the body of the claim directed to an X-ray microscope or 
to an electron microscope. Accordingly, this is not given any patentable weight. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this tide, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention Wcis made to « person nsvin^p ordinary skill in uie art to which stUu subject niauei urn is. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-4, 6, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hertz et al. (USPN 6,002,744) in view of Noda et al. (USPN 4,723,262). 

5. With respect to claims 1 -3 and 6, Hertz et al. disclose an X-ray microscope which 
includes a device for generating X-rays (see abstract), which device is provided with 
means for producing a fluid jet (17), and means for forming a focused beam (3) whose 
focus (1 1 ) is situated on the fluid jet. Hertz et al. also disclose the cross-section of the 
fluid jet (17) in the direction of the focused beam (3) is smaller than that in the direction 
transversely thereof. Hertz et al. do not disclose the focused beam is a beam of 
electrically charged particles. Hertz et al. use a laser beam. Noda et al. also teach use 
of a laser beam, but they also teach that an electron beam can be used as well to 
impinge a fluid target to produce X-rays (column 6, lines 26-36). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use an 
electron beam instead of a laser beam in the Hertz et al. apparatus, because an 
electron beam would be a lot cooler temperature wise, and would result in lower 
operating costs and longer life of the apparatus. 

6. With respect to claim 4, Hertz et al. disclose the fluid jet consists essentially of 
liquid oxygen or nitrogen (column 5, lines 55-64). 

7. With respect to claim 7, Hertz et al. disclose use as an X-ray microscope (column 
3, line 34). 
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8. Claim 5 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Hertz et 
al. (USPN 6,002,744) in view of Noda et al. (USPN 4,723,262) as applied to claim 1 
above, and further in view of Wang (USPN 5,044,001) and Iketaki et al. (USPN 
5,835,262). 

9. With respect to claim 5, Hertz et al. in view of Noda et al. teach use of an 
electron beam (Noda et al., column 6, lines 26-36). However, Noda et al. do not 
disclose the specifics of the source of the electron beam such as by an electron gun for 
a cathode ray tube. However, this is a well known, as taught by Wang. Wang discloses 
the means for producing a focused beam of electrically charged particles (9) comprises 
an electron gun (3) for a cathode ray tube. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made that the beam of focused 
electrically charged particles is produced by an electron gun for a cathode ray tube, 
because this is well known in the art as taught by Wang. Wang does not disclose the X- 
ray microscope includes a condenser lens disposed between the fluid jet and an object 
to be imaged by means of the X-ray microscope. Iketaki et al. disclose a condenser 
lens (Fig. 7, 24) which is arranged between the target (23) and the object (27) to be 
imaged by means of the X-ray microscope. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to further modify Hertz et al. 
in view of Noda et al. to include a condenser lens arranged between the fluid jet and the 
object to be imaged, to obtain better imaging of the transmission X-rays. Hertz et al. 
disclose use of the apparatus for X-ray microscopy (column 3, line 34). 
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10. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hertz et 
al. (USPN 6,002,744) in view of Noda et al. (USPN 4,723,262) as applied to claim 6 
above, and further in view of Wang (USPN 5,044,001). 

1 1 . With respect to claim 8, Hertz et al. disclose use as an X-ray microscope (column 
3, line 34), but not as a scanning electron microscope. Wang discloses the x-ray 
microscope being a scanning x-ray microscope (Fig. 2). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to use the Hertz et 
al./Noda et al. apparatus as a scanning X-ray microscope, depending on the application 
being done, as taught by Wang. 

Response to Arguments 

12. Applicant's arguments with respect to claims 1-8 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to June Yun whose telephone number is 571 272-2497. 
The examiner can normally be reached on Monday-Friday 8:30-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ed Glick can be reached on 571 272-2490. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


June Yun 


September 1, 2005 



Craig E. Church 
Primary Examiner 


